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Benjamin J. Hauptman, Esq.

- Senior Managing Partner of Lowe Hauptman & Ham, LLP
MIT, Bachelor’s Degree in Engineering

Franklin Pierce Law Center, J.D.

U.S. Attorney, admitted to practice in DC, Virginia, USPTO
Adjunct Professor of Law at New Hampshire University -
formerly known as Franklin Pierce Law Center (1994-2013)

Dr. Sean A. Passino, Esq.

- Partner - Lowe Hauptman & Ham, LLP and Life Sciences
Director

- Pennsylvania State University, B.S.

- University of Chicago, Ph.D.

- Georgetown University, J.D.

U.S. Attorney, admitted to practice in DC, Virginia, USPTO

Joshua L. Pritchett, Esq.

- Attorney at Lowe Hauptman & Ham, LLP

- Former Primary Examiner at the USPTO for nearly 10 years
- University of Virginia, B.S.

- Georgetown University, J.D.

U.S. Attorney, admitted to practice in DC, Virginia, USPTO

Otto B. Licks

- Partner at Licks Advogados, Rio de Janeiro, Brazil

- Trial and appellate attorney experienced in food and drug
related matters in Brazil

- George Washington University, S.J.D.

- Fellow at the Institute of Intellectual Property - Chizaiken
(Tokyo)

Jim Ribeiro

- Partner at the European firm of Withers & Rogers LLP

- Experienced in drafting and prosecuting patent applications
in aerospace, defence, electronics, computing and
telecommunication sectors

- Experienced with EPO oppositions as both opponent and
patentee

- Qualified as a European and UK Patent Attorney
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Date

Class #

2014 Course Syllabus - Drafting & Prosecution Track

Subject Assignment

Thursday,
April 10

Friday,
April 11

Saturday,
April 12

Thursday,
May 22

Friday,
May 23

Saturday,
May 24

Thursday,
June 19

Friday,
June 20

Saturday,
June 21

10

11

12

13

Overview of U.S. patent system, including discussion of the
significance of the Federal Circuit

Discussion of general application drafting topics

Detailed explanation of the purpose and guidelines for maximizing

impact of each section of a patent application

Handout: Application drafting checklist Assignment A:Claim drafting based
on invention disclosure. Choice of

Comparative Lecture: EPO application drafting strategies four (4) different disclosures.

Assignment will be distributed at

least two weeks before the first

class

Assignment will be due one week

before first class

Inventorship: Inventor Interview, identifying inventorship, correcting
inventorship, and avoiding becoming an inventor as the application
drafter

Review of Assignment A: Detailed discussion and analysis of
participant’s claim drafting assignments.
Handout: corrected claim set for first application Assignment B: Application drafting/

) . L . . X review. Choice of four (4) different
Discussion of advanced application drafting topics; strategies for technologies. Participants draft an

drafting complex patent specifications, including requirements under  ppjication or review a sample
35Us.C 112 . . _ specification.

Organizing a specification to help avoid Restriction and election of

Species Requirements

Assignment Preparation and Grading Details:

All students will have at least three weeks to: (A) draft a complete
patent application based on an invention disclosure OR (B) review
an existing application. The draft or reviewed applications will be
sent by e-mail to Professor Hauptman.

AlA overview and examples
Detailed discussion of the effects of AIA with specific date examples
comparing AlA and pre-AlA regimes in various aspects

Comparative Lecture: Brazilian application drafting strategies

Restriction Requirement Practice:
Detailed discussion of Restriction and Election of Species
Requirements, how to traverse without making admissions,
maximizing the number of claims examined.

Assignment C: Participants draft an
Review of Assignment B: Amendment in response to a Non-
Analysis of participants’ Application assignment; detailed section by | Final Office Action. Choice of four

section analysis of all applications. (4) technologies.
Handout: corrected/graded Application assignment

Amendment Practice:

Detailed discussion of amendment practice, under AIA and pre-AlA
law, in response to a first Office action; how to find Examiner
errors, how to overcome anticipation and non-obviousness
rejections while minimizing loss of scope of protection

After-Final, Appeal, Continuation and RCE practice:
Detailed discussion of after-final practice and strategies for effective
prosecution; RCE v. Continuation; Appeal procedures.

Review of Assignment C:

Analysis of participants” Amendment assignment: detailed section
by section analysis of all amendments to identify acceptable
practices and potential problems

Comparative Lecture: EPO Amendment practice strategies

Strategic application drafting for multi-national fiing - Revising JP

applications for CN and EPO patent practice compliance - Guest

Lecturers Survey and Graduation
Practical tips for drafting JP applications that can be quickly adapted

to CN, EP, and US practice
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2014 Course Syllabus - Life Sciences

Date  Class # Subject Graded Assignments
Introduction-overview of US Application System Assignment A: Draft claims from
1 » US patent system, the USPTO, and the United States Court of an invention disclosure; select
Appeals for the Federal Circuit from a Biotech or Pharmaceutical
Thursek  Challenges for Life Sciences practitioners assignment delivered abou?
Aoril 10 ! . . . . o ' March 10, 2014 (Japan time)
pri Drafting Life Science claims and specification (overview)
* Patent rights in exchange for public disclosure Turn in draft claims from your
2 * Guidelines for preparing a patent application selected invention disclosure
» Purpose of each section of the patent application (assignment due March 31,
» Handout: Application drafting checklist 2014)
i?)?’ﬂ% Comparative Lecture: EPO application drafting strategies
Inventorship: determining, establishing, and proving
« 35 U.S.C. §116
3 * Making an invention
« Correction of inventorship Prepare questions to help
« Records determine inventorship (not to be
returned)
Claim basics/review claims from students
* Introduction to claim construction, doctrine of equivalence, and Participate in inventorship
estoppel determination (in class
4 * Claiming a Life Science invention workshop)
* Parts of a Life Science claim
* Suggestions for Life Science claiming
* Review of (anonymous) student’s assignment
35 U.S.C. §101: Eligible & Useful
« Statutory classes of invention
5 » Use claims
- Utility (i.e., practical utility) of a Life Science Invention
* Special issues for Life Science inventions
Saturday,
April 12 35 U.S.C. §112 paragraphs 4 & 6: means-plus-function/narrowing
« Fatal non-compliance issues
6 * Invoking and using means/ step-plus-function for claiming Life
Science inventions
35 U.S.C. §112 paragraph 2: Clarity
» Antecedent basis; “use” format; exemplary embodiments;
7 derivatives; chemical fragments; variables for chemical formulae;
functional terms, etc.
35 U.S.C. §112 paragraph 1: Written Description
* Possession of a Life Science invention
8 * Deposits / sequence listings
* Generic terms, especially in new technology
35 U.S.C. §112 paragraph 1: Enabling Description
* Undue experimentation Revise inventorship determination
* Predictability and claims; identify owners/
9 + Other “Wands” factors clients; draft specification (due
* Special issues for Life Sciences, including: synthesis, availability, May 10, 2014)
incorporation by reference, biological deposits
10 Review claims, specification, and inventorship Students will comment on original
Thursday, 35 U.S.C. §112 paragraph 1: Best Mode and/ or revised claims of
May 22 « Subjective best mode anonymous student’s claim set
11 - Objective concealment and draft speciﬁcgtions will be
« AlA effect (how to get trapped) anonymously reviewed
Friday,
May 23 Comparative Lecture: Braziian application drafting strategies
35 U.S.C. §102: Novelty/pre- and post-AlA
* Prior invention vs. statutory bar
» Patents or printed publications; public use; on sale; abandoned,
suppressed or concealed; non-US patenting; derivation; made by
another
12 « Anticipation issues in a Life Science context (enablement;
extrinsic evidence; genus-species; ranges; inherency; functional
relationship between elements or labels on containers holding a
composition)
» AlA disclosure with AlA exceptions
35 U.S.C. §103: Obviousness
* Graham factors
» Obviousness in unpredictable Life Science subject matter
13 (attacking or rebutting prima facie case)
I;g:dSecsleréct:(e:‘s) issues (structural similarity, homology, genus Assi. nment B Or)e student's
« AIA efféct on obviousness application from, Blotegh a.nd
another student’s application
Saturda Restriction practice from Pharma will be selected and
Y “«_ m . . . s
May 24 * Independent “or” distinct and serious burden examined as if fled at the
14 « Unity of invention (US style) USPTO. Your assignment will be
« Election of Species to respond to the Office action
« Divisional application for either Biotech or Pharma
application (due June 21, 2014
Double patenting Japan time)
* Same invention
15 » Obviousness-type
* One-way or two-way
* Resort to the description
« Life Science traps based on disclosures, claiming plans, timing, etc.
AlA overview/questions
* General
16 « Life science issues
* Technical corrections from 2013 addressed
Patent prosecution, after final, appeal, continuation, and RCE practice
* Prima facie rejections
17 * Examiner interview
* Declaration or argument
* Decision tips
Thursday _ ' ' Students will conr_]ment on
June 19 ! 18 Review response to Office action responses to Office action
(anonymous presentation)
ngyé 0 Comparative Lecture: EPO Amendment practice strategies
?aturday, 19 Special topics for worldwide practice (modifying application for EP, CN, Survey and Graduation
une 21 and JP)
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Date

Class #

2014 Course Syllabus - Litigation Oriented Track

Subject

Assignment

Friday,
April 11

Saturday,
April 12

Thursday,
May 22

Friday,
May 23

Saturday,
May 24

Thursday,
June 19

Friday,
June 20

Saturday,
June 21

21

22

23

24

25

26

27

28

29

30

31

32

33

34

35

Comparative Lecture: EPO application drafting strategies

Literal Infringement Analysis
« Literal Infringement Analysis based on actual case study;
review of literal infringement case law and literal infringement
analysis principles; how a judge or jury interprets claims

Doctrine of Equivalents Infringement Analysis
» Doctrine of Equivalents (DOE) Infringement Analysis based on
the same case study; review of DOE case law and DOE
infringement analysis principles; how amendments impact
claim scope

« Strategies to minimize or avoid Festo effect
* Designing around valid U.S. patents

Claim interpretation case study
* Extensive analysis of recent CAFC case law regarding claim
interpretation

Introduction to Litigation and Contested Cases under the America
Invents Act (AIA)

» Explanation of new tools to invalidate or strengthen patents
under the AlA, including post-grant review, interpartes review,
ex parte reexamination, transitional program for business
method patents, derivation proceedings, supplemental
examination, third party pre-issuance submissions

* Explore decision-making responsibility of patent management
personnel within Japanese companies, benrishi and bengoshi
within Japanese patent firms and US counsel, and determine
how to challenge patent validity using the new AlA tools.

Comparative Lecture: Brazilian application drafting strategies

Understanding the Legal Framework of Contested Cases
 Explanation of what clients will be required to prove in each
contested case
* How to leverage contested cases in existing patent disputes

Contested Cases at the USPTO - AlA inter partes proceedings
* USPTO procedure for contested cases
» Understanding the benefits and detriments of each type of
case

Understanding the Legal Consequences of Contested Cases
* How estoppel provisions affect outcomes
» How contested cases relate to co-pending litigation
+ Avoiding intervening rights
* Settling a contested case

Discovery in Contested Cases
» How discovery will be conducted in contested cases
* Important points for Japanese clients regarding discovery

Review of Assignment A: Instructions

Comparative Lecture: EPO Amendment practice strategies

Pre-filing considerations
* Practice tips for Japanese benrishi and bengoshi to prepare
clients for a contested case
* What information is critical to initiate a contested case
* What information is critical to defend a contested case

Picking experts and testimony
+ |dentifying the right expert
* Retaining an expert
« Effectively working with an expert

Correcting Patents - Reissue Practice
 Benefits and drawbacks of reissue practice
» Using Certificates of Correction to correct errors
» How to effectively use Disclaimers

USPTO Reexamination - Supplemental Examination

» How to efficiently prepare a request for reexamination

* How to spot potential issues

» What mistakes to avoid when preparing a request for
reexamination

Review of Assignment B: (Declaration)

In-class practice with easy-to-
understand specific examples
illustrating various infringement and
non-infringement scenarios

Assignment A: Receive Pre-issuance
Submission Information (review) -
Draft Pre-issuance Submission
pursuant to 35 U.S.C. § 122(e)

Assignment B: Receive draft request
for ex parte reexamination (review)
- review request for ex parte
reexamination

Survey and Graduation




